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The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
perform the following services for its members : 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-five years of existence the Association has been accumulating compre- 
hensive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and ali similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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EFFECTS OF PATENT EXPIRATION 





PART I 


THE EFFECT OF PATENT EXPIRATION ON TRADE-MARK 
RIGHTS 


By Abraham S. Greenberg* 


(Continued from the January Issue) 


II—Decisions of the Federal District Courts and Circuit Courts of Appeals 


Te COT EE CANN i akot ton weltoinecdhiteeee 84 F. 955, CCA 8, 1898; 87 F. 725, DC NJ, 
1898; 91 F. 891, CCA-5, 1898; 91 F. 901, 
CCA-5, 1898; 91 F. 889, DC Ind. 1899; 97 
F. 785, CCA-8, 1899. 


DOING O TROGIR. Sido ck a cves eress teas 93 F. 660, CCA-2, 1899. 
Stimpson Computing v. W. F. Stimpson et al..104 F. 893, CCA-6, 1900. 
Hill Mfg. Co. v. Sawyer-Boss.......ccecesees 112 F. 144, EDNY, Aff. 118 F. 1014, 1901 
MOONE POO io 0a ia See hes ea 120 F. 260, CCA-7, 1903 
Horlick’s Food v. Elgin Milkine.............. 120 F. 264, CCA-7, 1903 
Scriven et al v. North et al........ccccccccces 134 F. 366, CCA-4, 1904 
Warren Featherbone v. American Featherbone.141 F. 513, CCA-7, 1905 
J. A. Seren CE. Vi GO OGle ak oc. vencancevn 148 F. 1019, CCA-2, 1905 
Greene, Tweed & Co. v. Manufacturer's Belt 

OE cecxcniarranee tei 158 F. 640, DC. IIl., 1906 
J. A. Scriven Co. v. Morris et al... ..cccccccee 154 F. 914, 158 F. 1020, CCA-4, 1907 
Sternberg Mfg. v. Miller et al.........cceccees 161 F. 318, CCA-8, 1908 
Rice-Stix Dry Goods v. J. A. Scriven......... 165 F. 639, CCA-8, 1908 
Ludlow Valve v. Pittsburgh Mfg............+. 166 F. 26, CCA-3, 1908 
Seeger Refrigerator V. ParkRs......ceeccccccces 178 F. 2833, SDNY, 1910 
Seeger Refrigerator v. White Enamel et al....178 F. 567, DC Minn., 1910 
Muh Ot GEV. WIN. CE Mi oo vei ied ieee es 178 F. 287, DCNY, 1910 
Yale and Towne v. Worcester.........ccce00. 195 F. 528, CCA-1, 1912 
BPGGIAE Wo, GOI ko ERS eee cs 5 RRS See 199 F. 412, CCA-8, 1912 [3 T.-M. Rep. 9] 
De Long Hook et al. v. American Pin.......... 200 F. 66, SDNY, 1912 [3 T.-M. Rep. 36] 
Vale Ged TOG Wi POW 66cidsciccvncsecvews 203 F. 707, CCA-3, 1913 [3 T.-M. Rep. 205] 
Yale and Towne v. Worcester.........00+000% 205 F. 952, DC Mass., 1913 
i hiteher: CO. VW. SHPO ook ois bcc cicnwweds 205 F. 767, DC Mass., 1913 [3 T.-M. Rep. 455] 
Plaghes V. GoTE: SWGM COs ick oc ciicccdacuvcden 209 F. 37, CCA-2, 1913 
National Locks Washer v. Hobbs.............. 210 F. 516, DC Mass., 1914 
Searchlight Gas Co. v. Prest-O-Lite Co......... 215 F. 692, CCA-7, 1914 
Warren Featherbone Co. v. J. W. Schloss et al..T.-M. Rep. 273, SDNY, 1915 
Jenkins Bros. v. Kelly-Jones.................227 F. 211, CCA-3, 1915 [6 T.-M. Rep. 53] 
Buffalo Specialty v. Van Cleef et al............ 227 F. 391, CCA-7, 1915 [6 T.-M. Rep. 61] 
Daniel v. Electric Hose et al.........ccceeeees 231 F. 827, CCA-3, 1916 [6 T.-M. Rep. 289] 
Allen v. Walker and Gibson...........000000: 235 F. 230, NDNY, 1916 [6 T.-M. Rep. 496] 
American Specialty v. Collis... .....cccccceces 235 F. 929, DC Iowa, 1916 [6 T.-M. Rep. 561] 
President Suspender v. Macwilliam........... 238 F. 159, CCA-2, 1916 
DICTINGNEY CON: GOW ci Siickicecicvwesweeada 253 F. 613, CCA-5, 1918 [8 T.-M. Rep. 283] 
Scandinavia Belting v. Asbestos et al.......... 257 F. 937, CCA-2, 1919 [9 T.-M. Rep. 136] 


MMétinewhy C6; Vs BUMMG isi 6cieds cescciieds 265 F. 705, DC, La., 1920 [10 T.-M. Rep. 213] 


* Patent Department, Radio Corporation of America. 
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Wightman et al. v. Névots........cccccccecees 264 F. 98, CCA-2, 1920 

Mc Ilhenny Co. v. Trappey 11 T.-M. Rep. 397, DC La., 1921 [Aff. 281, F. 
23] 

bee 6.9: FONG CEE sos 6 iinee ines skates 271 F. 511, DC Mass., 1921 [11 T.-M. Rep. 220] 

Bayer Co. v. United Drug 272 F. 505, SDNY, 1921 [11 T.-M. Rep. 178] 

O’Sullivan Rubber v. Genuine Rubber 279 F. 972, CCA-1, 1922 

iy 6 CO WOE oases cvcaveciwerssriaes 298 F. 52, CCA-7, 1923 [13 T.-M. Rep. 393] 

Walworth et al. v. Moore et al 19 F. (2) 496, CCA-1, 1927 [17 T.-M. Rep. 
255] 

Peed 6 DN oi .n sc cicccdceesinadeer 23 F. (2) 490, CCA-2, 1928 [18 T.-M. Rep. 
141] 

Centaur Co. v. Genesh et al 33 F. (2) 985, 1939 [19 T.-M. Rep. 294] 
DCWD, Pa. 

Consolidated et al v. Collis Co 41 F. (2) 641, CCA-8, 1930 [19 T.-M. Rep. 
414] 

Du Pont Cellophane v. Waxed Products 85 F. (2) 275, CCA-2, 1936 [30 USPQ 332] 

Enders Razor et al v. Christy et al 85 F. (2) 196, CCA-6, 1936 [30 USPQ 213] 

Amiesite et al v. Interstate et al...........08. 72 F. (2) 946, CCA-3, 1937 {27 T.-M. Rep. 
678] 

Fronite Co: 0: Comet 00 OB oncois cesses cvdcsasié 20 FS 603, ED Pa., 1937 [35 USPQ 88] 

Grosjean v. Panther-Panco et al 113 F. (2) 252, CCA-1, 1940 [30 T.-M. Rep. 
530] 

Quaker Oats v. Kiewit 48 USPQ 354, DC Mo., 1941 

Du Pont et al. v. Sylvania et al 122 F. (2) 400, CCA-4, 1941 [50 USPQ 534] 

James Heddon’s Sons v. Millsite.............. 128 F. (2) 6, CCA-6, 1942 [32 T.-M. Rep. 410, 
417] 

Landis Machine v. Chaso Tool 53 USPQ 200, DC Mich., 1942 

Durable Toy et al v. Chein Co 47 FS 167, SDNY, 1942 [32 T.-M. Rep. 481] 


The Singer rule has been applied during the last fifty years by the Federal dis- 
trict courts and circuit courts of appeals with varying degrees of rigidity. As might 
be expected, the early application of the doctrine was mainly strict. Yet, it was not 
long before deviations from the rule were set up as meritorious exceptions. The 
Castoria cases“ were the first to be adjudicated subsequent to the Singer decision. 
The judicial history of the “Castoria” trade-mark is of particular interest in that the 
exclusive rights to the mark appear to have been lost and recaptured within a period 
of thirty years. In the earliest of the cases it was held that “Castoria’” had become 
the common property of all upon the expiration of a Pitcher patent in 1885. During 
the life of the patent it was assumed that the “Castoria” mark was used on a castor 
oil substitute made in accord with the patent and covered by its claims. It was con- 
sidered immaterial that after the patent had expired, and for 10 years thereafter, the 
predecessors of the Centaur Co. had been the exclusive manufacturers of “Castoria.” 
However, it was insisted that the competitors clearly identify their goods to avoid 
unfair competition with the plaintiff’s product.” In later cases” a new position was 
taken with regard to the composition of the products during the life of the patent. 


24. Centaur v. Heinsfurter, 84 F. 955; Centaur v. Killenberger, 87 F. 725; Centaur v. Neath- 
ery, 91 F. 891; Centaur v. Hughes et al., 91 F. 901. 

25. In certain of the early cases the defendants insisted that the entire wrapper had become 
public property. One of the dissenting judges in the Centaur v. Hughes case seemed to be of 
the same mind. 


26. Centaur v. Robinson, 91 F. 889; Centaur v. Marshall, 97 F. 785; Centaur v. Genesh, 33 
F. (2) 985. 
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It was contended that the patented formula had been followed but for a short time, 
and that actually “Castoria” had been used on an unprotected product long before 
the patent expired. It was not until 1929 that it was judicially recognized that “ ‘Cas- 
toria’ as manufactured by the plaintiff for over fifty years is not, and never was, the 
product of the expired Pitcher patent.” Accordingly, it was ruled that the plaintiff 
was entitled to the sole and exclusive use of the mark “Castoria.”” 

The Batcheller decision qualified the Singer rule in a case where a trade-mark 
had been applied to the goods (corsets) for several years prior to the granting of a 
patent thereon. After the patent expired registration was secured for the mark. 
Suit was brought to cancel the registration on the theory that expiration of the patent 
caused the mark to become public property. The Court ruled that unlike the facts 
in the Singer case “the name antedated this patent by more than 2% years, and the 
name, and not the patent, so far as can be seen, gave value to the article.” 

The Stimpson case was unique in that it was necessary to adjudicate a contro- 
versy which arose between an ex-licensee and a licensor under a computing scale 
patent. Having used the patentee-licensor’s name (Stimpson) during the license 
period, the licensee sought to retain exclusive use of the name “Stimpson” on scales. 
Not only was this exclusive use refused, but the ex-licensee was enjoined from using 
Stimpson’s name in describing their scales.* (In the recent Amiesite Asphalt case 
the licensee’s use of the generic mark “Amiesite” was permitted after patent expira- 
tion. ) 

A situation quite close to that of the Singer facts existed in the Hill decision. Sub- 
sequent to expiration of a patent on dating machines, the defendant began to market 
an exact copy of the plaintiff's dating machines. Not only were the dating stamp 
heads copied in design, but the trade-marks thereof were also copied. Upon the 


27. The trade-mark “Malted Milk” of Horlick Co. did not do as well, despite the fact that 
Horlick owned a process patent on the dry granulated powdered extract of milk and the actual 
process employed as different from the patented process. The Court felt that, so far as the pur- 
chasing public was concerned, the products of either process would probably pass for the same 
thing. The effect on the public was to stamp the packages with notice that they were made under 
the patent. The patent notice on the “Malted Milk” during the life of the process patent afforded 
shelter against competition. This strict rule was laid down that where the patent owner secured 
to a measurable extent the benefit of a monopoly, the name of the product became the generic 
name of the supposed monopoly, and the Singer rule was applicable. The trade-mark “Magic” 
for a drill chuck was subjected to this rule in the Consolidated v. Collis, case—CCA 8, 1930; in 
that case the plaintiff contended, among other things, that the patent never covered the “Magic” 
drill. 

28. Compare with the Adam v. Folger case, wherein the mark “Victor” was used on a water 
heater for 3 years prior to patent grant. The licensee, subsequent to cancellation of the license, 
sought to use the mark. Like the Stimpson case, the Court held that the defendant had the right 
to use the mark only during the license period. In contrast to the Batcheller case the mark “Vic- 
tor” was described as being the generic name of the patented article, despite the fact that the mark 
antedated the patent grant. See also, the Whicher case. 

The two Seeger Refrigerator cases, while not dealing with patentee v. ex-licensee situations, 
had in common with these types of cases the fact that the defendant was seeking to use a name 
alleged to have become uniquely associated with a patented product. The word “Syphon” was 
alleged by the plaintiff to have come to describe a part of a patented refrigerator. Actually, neither 
party had a syphon action in their respective products. However, the courts held that if the name 
“Syphon” had acquired a secondary meaning in reference to the patented refrigerator, the de- 
fendant’s use could be restrained as misleading. In the Minnesota court, such secondary signifi- 
cance was found not proved. 
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heads of the daters sold by defendant there appeared its name. The Singer doctrine 
was held to apply to the facts, and the defendant was not enjoined.” 

The Scriven cases present a case history quite the reverse of the Castoria cases. 
During the life of a patent on men’s drawers employing a longitudinal elastic insert, 
the patent owner employed the trade-mark “Elastic Seam” and colored the elastic 
insertions yellow for distinctiveness. In the North and Girard cases, Scriven was 
given relief against competitors who used these marks. The basis of relief was un- 
fair competition, the Court holding that there was no valid technical trade-mark. 
In the later Morris case, however, it was held that any competitor of Scriven had a 
clear right to use the elastic insert in buff color, since these had become generic upon 
patent expiration. It was in the last of these Scriven cases (Rice-Stix v. Scriven) 
that the Scriven Co. tried to show its patent had been void by virtue of an earlier 
patent. According to the plaintiff, there never had been a patent monopoly which 
expired when the patent expired.*” The Court rejected this theory, since the draw- 
ers had been continuously marked as “patented ;” the Malted Milk case was said to be 
applicable.” 

The trade-mark “Featherbone” was involved in the two Warren Featherbone 
decisions. In the first of these (1905) the defendant began to sell corset stiffeners, 
made in accordance with the expired patent covering a whalebone substitute. The 
plaintiff countered the argument that the word “Featherbone” was generic by point- 
ing to the fact that several improvement patents were still unexpired. This defense 
was rejected, since there would then be given to every patentee a monopoly limited 
in point of time only by the ingenuity with which improvements could be devised and 
patented. In the later case (1915) the Warren Co. set up a right to exclusive use 
due to secondary meaning acquired by the word in the course of 10 years of unchal- 
lenged exclusive use. The defendant was permitted to use the mark, provided that 
some indication was used in conjunction with “Featherbone” to indicate it was 
made or sold by the competitors.” 

The Singer doctrine was rigorously applied in the Greene et al. case, in view of 
the fact that plaintiff had used its mark “Blake” on patented belt studs throughout 
the patent monopoly. The mark was not used on the entire product handled by the 
company. The defendant was held to have a clear right to claim, upon expiration 
of the Blake patents, that the distinctive trade-marks which entered into the trade 
success of the studs also became public property.* 


29. The concluding sentence of the opinion shows that the Court was aware of the damage 
done to plaintiff : “Under the state of facts presented, the defendants seem to find legal protection 
from an obvious intention to copy, with approximate accuracy, the complainant’s goods . . 

30. Circuit Judge Sanborn dissented from the majority on this basis, contending that the 
Scriven Co. was not estopped to assert this fact, since they had not falsely and wilfully marked 
the drawers, “Patented.” 

31. The defendant, however, was required to mark conspicuously its product. 

32. It must be observed that, as pointed out in the Warren v. American case, the word 
“featherbone” was used in the improvement patents. Further, in at least three dictionaries up 
to the expiration date the word “featherbone” was defined as a whalebone substitute. 

33. A similar strict application of the Singer rule is found in the Yale and Towne v. Wor- 
cester cases. There, upon expiration of the patent on a door check sold under the patentee’s name 
“Blount,” the name was held to have become public property. It was deemed sufficient to dis- 
tinguish from the plaintiff’s product by use of the name “Worcester” above “Blount.” See, also, 
the American Specialty v. Collis case where “Use-Em-Up” was held to have become generic to 
patented drill sockets. 
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It is interesting to contrast the Ludlow Valve case to this last decision, for the 
name “Ludlow” had been used on all products of the plaintiff. The major portion 
of the business, however, was the “Ludlow” patented gas pipe valves. While strictly 
adhering to the Singer rule, the Court applied a heavier burden of distinction on the 
defendant. The latter was required to employ an explanation, not merely a printing 
of its name on the product, to show that its manufacture was independent of the plain- 
tiff. For example, it was required that the defendant describe its valves and hy- 
drants as of the “Ludlow” model or type.* 

The early rigid application of the Singer doctrine is nicely illustrated in the Stern- 
berg case, where the mark “Vertical Top” was applied to a patented cigar mold. 
The patent covered a specific improvement in an element of a cigar mold com- 
bination. During the life of the patent the name “Flange Top” was used to 
distinguish an inferior mold. The “Vertical Top” name became public property upon 
the patent expiration subject to proper distinction, the Court refusing to differen- 
tiate between a name “merely arbitrary or suggested by the thing itself.” 

That the mark “Triplex” had gained a further significance as indicating the work 
and product of the Yale & Towne Mfg. Co. was held not to operate to prevent the 
name from becoming public property after expiration of its patent on “Triplex” spur- 
geared hoisting blocks. The Court stated (Yale & Towne v. Ford): 


To us it seems clear that the commercial value of a patent is the creation of a public 
desire for its product ... In other words, taking this case, the public cannot now enjoy an 
untrammeled right to make the Triplex block of the seventeen year monopoly, unless it has 
the incidental right of saying we now make and sell a Triplex block .. .*° 


The De Long Hook and Eye case is interesting in that the trade-mark “De Long 
Hook and Eye” was used on other products, some unpatented, of the plaintiff be- 
sides the patented garment hook. After the basic patent expired the defendant used 
the mark “De Long Hook.” The Singer rule was applied; the Court was confident 
that the result in Singer v. June would have been the same “if the Singer Sewing 
Machine Company had sold thread or other articles in connection with the use of the 
machine or independent thereof.’’** 


34. The explanatory type of distinction set forth in this decision will be found employed re- 
peatedly in later cases in the Federal Courts. See the De Long Hook and Eye case. 

35. It is the same thought which is the basis of decisions such as in the Allen et al. v. Walton 
et al. case and the Bristol v. Graham case. In the former it was considered that shapes, colors 
and distinctive forms of a patented sled could pass into the public domain upon the patent ex- 
piration, where these characteristics had come to distinguish a patented product of the plaintiff. 
In the Bristol case there was involved a registered trade-mark consisting of “before” and “after” 
pictures of a steel belt lacing whose patent had recently expired. Expiration of the patent gave 
the public the right to describe the lacing as it was described in the patent specification. The 
trade-mark was nothing more than a pictorial representation of the formerly patented article. 
In both these cases, however, the requirement that defendants carefully distinguish their goods 
to prevent confusion with the respective plaintiff’s was adhered to. 

In Daniel v. Electric Hose there was vigorously stated the proposition that after a patent on 
an article expires, the patentee cannot appropriate a structural element (external longitudinal 
corrugations of rubber hose) as a trade-mark, regardless of how long and exclusively he uses 
the element. To allow such a trade-mark right would be to destroy the 17 year limitation of the 
patent system. 

36. The manner in which the Court ordered the defendant to distinguish its goods is of in- 
terest. The defendant had to use type of a different character. It could not place the name of 
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In the reverse situation, where a patented product was sold under the plurality 
of marks, a different result obtained. In the Hughes case it appeared that a patented 
hair brush had been sold in the U. S. A. under the trade-mark “Ideal” for the life of 
the patent. However, similar patented brushes were sold under at least two other 
names. One of these names was “Hughes,” and was applied to a cheaper form of the 
patented brush. Under these circumstances, where the patented article was sold 
under several different designations, it could not be said that during the life of the 
patent the name “Ideal” became the identifying and generic name of the patented 
thing.“ "” 

After the passage of the Trade-Mark Act of 1905, registration was obtained 
under the 10-year clause of the law by owners of marks which had been used on 
articles whose patent protection had ceased. Under this clause the owner had to 
allege exclusive use of the mark for the ten-year period prior to February 1905. 
The National Lock Washer firm was one of those registrants. After the patent ex- 
pired on its lock washer marked “National,” the mark was registered under the 10- 
year clause. The defendant Hobbs sold lock washers marked “National Pattern,” 
and plainly marked the source of its goods. The Singer rule was held to apply ; the 
defendant had a right to use the name which had become descriptive of the article 
during the patent monopoly. Considering what effect the registration had on the 
rights of the parties, the Court questioned whether Congress had ever intended the 
benefits of the ten-year clause to apply to trade-marks used on patented articles.” 


the hook on the top line of the card, since the public had become accustomed to seeing the plain- 
tiff’s name so displayed. This last requirement shows the extent to which the plaintiff’s good 
will is protected, since it appeared more or less customary in the trade to so place the hook name. 
In the Jenkins case the defendant was not permitted to use the expression “Standard Jenkins 
Valve” on a formerly patented valve marketed under the name “Jenkins.” A mere literal use of 
the defendant’s firm name was deemed utterly inadequate. The word “Standard” used with 
“Jenkins” actually increased deception. The defendant was ordered to couple “Standard” with 
the firm name in a central prominent place on its valve. 

37. The defendant was the selling agent in the U. S. A. of the British successors to the ori- 
ginal British manufacturer, who owned the American patent under which the license to sell the 
“Tdeal” brush in the U. S. A. had been granted. The British brush had been sold under the 
mark “Very.” 

38. In the Prest-O-Lite case the plaintiff had sold its bottled acetylene gas for auto under 
the trade-mark “Prest-O-Lite.” It was licensed by a patentee owner who sold similar packages 
for other fields under different trade-marks. The defendant, after patent expiration, sought to 
justify its use of plaintiff’s empty containers upon the Singer rule. The Court rejected the de- 
fense. It held that marks used by licensees under a patent did not become public property on 
patent expiration. The defendant was restrained from selling refilled purchased bottles of plain- 
tiff unless they were altered completely and permanently. The plaintiff was entitled “to have 
its lifeblood saved from leeches and its nest from cuckoos.” 

39. In the Jronite v. Cement case the term “Ironite” was held not to have become generic 
of a patented waterproof, finely-divided metal composition. Similar materials had been sold by 
manufacturers during the life of the patents under different names. Manufacturers generally 
apparently recognized the plaintiff’s interest in the name “Ironite.” The plaintiff’s right to the 
exclusive use of the term “Ironite” was not terminated by the expiration of the patents. 

Quaker Oats v. Kiewit the plaintiff, a licensee under patents for making its rice and whole 
wheat products, had popularized its “Puffed Rice” and “Puffed Wheat” marks. Competitors 
used other names, such as Popped Rice, Exploded Rice. The plaintiff’s marks were deemed 
not generic. (Note the Court’s observation in the Prest-O-Lite case that marks used by a licensee 
under a patent did not become public property on patent expiration.) 

40. Assuming the registration to be valid, it was held that the most the registrant-plaintiff 
could expect under it was to be protected to the extent of preventing the defendant from using the 
mark in such a fashion as to create the impression that the defendant’s goods was that of plaintiff. 
An opposite viewpoint was expressed in the Scandinavia Belting case; there it was thought that 
registration under the 10 year clause (assuming absence of adverse user) enabled the registrant 
to “recapture” exclusive rights to the mark after patent expiration. 
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Prior to 1898, the Buffalo Specialty Co. was selling a tire puncture sealing fluid 
under the name “Neverleak.” The fluid was a secret formula, and was never 
patented by itself. In 1898 the firm purchased a Duryea patent whose claims covered 
the combination of a pneumatic tire having a free-flowing sealing agent within its 
air chamber ; the patent was purchased to eliminate the threat of contributory in- 
fringement when the plaintiff sold its fluid. Between 1898 and 1914 (when the 
patent expired) the plaintiff placed on its labels the Duryea patent number, and a 
warning that sellers of a tire sealing fluid other than ‘“Neverleak’”’ fluid were in- 
fringers of the patent. The Court reversed a dismissal of the bill on the ground that 
the expiration of the Duryea patent did not bring the trade-mark “Neverleak” within 
the Singer case. The Court said: 


No generic name for the patented tire appears in the record. Presumably, therefore, 
all pneumatic tires, whether containing a “free-flowing sealing agent” or not, were made, 
sold and used under the several marks and names of their manufacturers. 

This condition with respect to a generic name for the patented tire is very far from 
establishing that the pre-existing trade-name of one unpatented element became the generic 
name of the patented combination. So the Singer and Castoria cases do not apply. 


Another exception to the Singer rule occurred in the Allen v. Walker and Gibson 
case, where the trade-mark “Cedarine” was applied to furniture polish which at 
the outset was patented. However, for the major portion of the life of the patent the 
mark was used on a product which actually omitted one of the ingredients of the 
patented combination. Furthermore, the polish was substantially never marked 
or claimed to be patented. Under these circumstances the mark was held not to have 
become attached to or connected or associated with the patented article, and it did 
not pass to the public on the expiration of the patent.” 

The President Suspender case was significant in that it reaffirmed an exception 
to the Singer rule which had been set forth in 1899 :*” that if a trade-mark antedated 
the patent, the strict rule should not be deemed to apply. The patentee in this case 
applied the mark “President” to the suspenders for about 1-114 years prior to the 
patent grant. Within a few months after grant of the patent he granted plaintiff an 
exclusive license, and assigned the business and good will as well. Upon expiration 


41. This case is distinguished from the Horlick case in that a patent notice was consistently 
employed in association with “Malted Milk.” The “Cedarine” case reveals a slow process of 
relaxation of the rigid Singer rule which terminated in this line of cases the Centaur v. Genesh 
case. 

See, also, the Mc Iihenny group of cases which involved the trade-mark “Tabasco.” The 
original process for making pepper sauce using the pulp of the Tabasco pepper was patented in 
1870. The name “Tabasco Pepper Sauce” first was used some 2 years prior to the patent grant. 
About 1876 the patented process was abandoned, and the mark was applied to the product of an 
unpatented process. The Singer rule was held inapplicable. See the cancellation cases in Section 
V of this paper. 

42. See Batcheller v. Thomson, where the mark antedated the patent by more than 2 years, 
and it was held that the name gave value to the article rather than the patent. See, also the 
Mc Ilhenny group of cases, involving the trade-mark “Tabasco” where it was held that the Singer 
rule was inapplicable, among other reasons, because the use of the word “Tabasco” preceded the 
patent on the process of making the pepper sauce by about 2 years. It was the name and the in- 
trinsic merit of the article, rather than the patent which gave the sauce its value. Yet in the 
O’Sullivan Rubber case, where the name “O’Sullivan’s Safety Cushion Heel” was used on the 
patented rubber heel for 4 years prior to patent grant until after the patent expired, the Court 
held the exclusive rights in the name lost when the patent expired. 
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of the patent the patentee returned to business, and contended that the mark was 
automatically his own upon termination of the license, and that in any event the mark 
became generic under the Singer rule. It was held that the word “President” was 
not shown to have come to indicate to the public the generic description of the 
patented suspenders. Finally, the licensee was deemed to have received the complete 
right to the mark with the good will.* 

Considering now the Scandinavia belting decision, patented woven textile belt- 
ing had been made and sold in England under the name by the plaintiff’s licensor. 
During the life of the British patent others marked the same goods, both in England 
and in the U. S. A., under various trade-marks. The plaintiff sold “Scandinavia” 
belting in the U. S. A. for many years after the British patent expired in 1892. 
There was no adverse user in this country from that date until 1914 when the de- 
fendant commenced to use the mark “Scandinavian.” In 1905 the plaintiff regis- 
tered to make under the ten-year clause. The Court held that the Singer rule 
did not apply, since the mark had not been shown to have become generic to the 
patented belting. Furthermore, it was held that the registration under the ten-year 
clause gave the plaintiff an exclusive right to the mark “Scandinavia” even assum- 
ing the Singer rule was applicable.“ 

The Lenox case involved a distinctive patented design of “Ming” dynasty type 
used on high-grade chinaware. Defendant, after the design patent expired, applied 
the design to an inferior chinaware. While conceding the right of others to use the 
“free” design, the Court emphasized the concurrent duty to distinctly mark the prod- 
uct to show it was not the plaintiff’s product.* 

The famous trade-mark “Aspirin” was at stake in the Bayer case. The Bayer 
Co. predecessor had secured a patent in 1900 on a drug known as “acetyl salicylic 
acid.” The name “Aspirin” was adopted for the drug in the year before. Up to 
1904 the drug was sold to physicians, manufacturing chemists, or retail druggists. 


43. This case distinguishes from the earlier Stimpson and Adams y. Folger cases, where the 
licensees were deemed to have the right to use the marks in question for the respective license 
periods. The Wightman et al case followed the President case; the patentee was held to have 
passed all right in the mark “Yankee” to the exclusive licensee under a cigarette case patent. 
However, compare with Keller v. Chicago where the patentee-assignor’s name “Keller” was ruled 
“free” on patent expiration. 

44. This “recapture” effect of absence of adverse user during the critical 10 year period and 
after patent expiration is opposite to the view held in the National Lock Washer case (supra). 
It seems to be in line with the dictum in Philco Corp v. Phillips Mfg., 33 T.-M. Rep. 124, that the 
registration may create substantive rights. Compare, however, Justice Brandeis’ statement in 
the Shredded Wheat case (see section 1 of this paper) : “Like every other member of the public, 
it was, and remained free to make shredded wheat when it chose to do so; and to call the product 
by its generic name.” 

Note that in the Walkworth v. Moore case the theory of “recapture” of exclusive rights to a 
trade-mark, after assuming a generic status, was not recognized. 

45. In James Heddon’s Sons v. Millsite the shape, size, color and patterns of artificial fishing 
bait were deemed purely functional design features; it was further shown that design patents on 
such features had expired. Such design features were not capable of exclusive appropriation. 
Durable Toy v. Chein involved a defense that the mark “Uncle Sam” had been used on a toy coin 
bank covered by a design patent which had expired years before. The Singer case was deemed not 
applicable, since there was no showing that the name “Uncle Sam” had come to mean the bank 
of the old design patent. A “recapture” thought was presented in this portion of the Court’s deci- 
sion: “.... the words ‘Uncle Sam’ were not used in a trade-mark sense, that they did not fall 
into the public domain or that if they did plaintiff and its predecessor by long, sole and continued 
usage of these words have made them their own, insofar as these words apply to toy coin banks.” 
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Thereafter until 1915 the drug was sold in larger quantities to manufacturing chem- 
ists who sold tablets to the consuming public as “Aspirin.” However, the name of 
the plaintiff did not appear on such packages. The drug trade and physicians were 
directly contacted, but not the public. In 1915, and for a period of 17 months be- 
fore the patent expired in 1917, the Bayer Co. reversed the old policy and sought to 
identify itself with the word “Aspirin” to the general public. The defendant claimed 
a free right to the name “Aspirin,” since the patent had expired. The Court ruled: 


The case, therefore, presents a situation in which . . . the trade is divided into two 
classes, separated by vital differences. One, the manufacturing chemists, retail druggists 
and physicians, has been educated to understand that “Aspirin” means the plaintiff's manu- 
facture, and has recourse to another and an intelligible name for it, actually in use among 
them. The other, the consumers, the plaintiff has . . . allowed to acquaint themselves with 


the drug only by the name “Aspirin,” and has not succeeded in advising that the words 
means the plaintiff at all.*® 


What happens when a manufacturer of a variety of tools sold under various 
marks, applies to a particular line of patented tools a unique mark and permits the 
mark to denote the line throughout the patent monopoly? The answer is found in 
the Consolidated Machine Tool v. Collis case, where the trade-mark “Magic” was 
applied to patented drill chucks during the entire patent period.“” The District 
Court* had found for the plaintiff upon the theory that the defendant had permitted 
some seven years to elapse after patent expiration before selling the chuck under the 
name “Magic.” Upon appeal it was held that the mark had become generic during 
the life of the patent. The Court’s language is well worth quoting: 


. If the manufacturer of this article manufactured only chucks, and they all bore the 
name “Magic,” then it could readily occur that the name might have acquired a secondary 
significance and be suggestive of the manufacturer. It appears, however, that the plaintiff 

. manufactures a great variety of tools, none of which, except this chuck, bears this 
trade-mark . . . But where the manufacturer or distributor selects one product out of a 
great variety and places upon it a trade-mark, it would seem that more likely this trade- 
mark designated or characterized this particular tool or implement, rather than suggested 
its manufacturer.*® 


46. Direct sales of the drug under the name “Aspirin” to manufacturing chemists, physicians 
or retail druggists were enjoined, with the proviso that in sales to retail druggists in boxes of 50 
or less the word “Aspirin” could be used if a clear statement of the manufacturing chemists was 
placed thereon. However, in sales to consumers no suffix or qualification whatever was ordered. 
This case was probably the first to have employed a realistic approach to the “patented” type of 
trade-mark. With respect to one class of consumers (the ultimate purchaser) the word Aspirin 
meant a drug. The expiration of the patent was not a controlling factor in this case. 

Peculiarly enough in the later Vibroplex case, where the trade-mark “Bug” for telegraph 
vibrators was involved, the viewpoint of the Aspirin decision was not considered. To telegraph 
operators (the ultimate consumer) the patented vibrators had become known as “Bug” or “Vibro- 
plex ;” to retailers and jobbers the names signified the plaintiff. The Court ruled that a mark 
descriptive for one class was descriptive for all. It was suggested that the “Aspirin” result 
could follow in an unfair trade case; the case at bar was a technical trade-mark infringement 
suit. 

47. Asa matter of fact, the word “Magic” was first applied to the chucks 2 years prior to the 
patent grant. This fact, however, did not appear to be a factor, unlike the earlier Batcheller 
case. 


48. 41 F. (2) 641, 19 T.-M. Rep. 414. The decision applied the “recapture” doctrine of the 
Scandinavia case. 

49. in the Walworth et al. v. Moore Drop Forging case, a period of 14 years of unchallenged 
use of the mark “Stillson” on wrenches did not furnish any basis for “recapturing” exclusive 
rights to the name. The patents on the “Stillson” wrench expired in 1890; no adverse user of the 


‘ 
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Let us now consider the “Cellophane” mark (Du Pont v. Waxed Products; Du 
Pont v. Sylvania) ; the manner in which its exclusive use was lost to Du Pont is most 
instructive. As early as 1909, the word “cellophane” had been coined by one Bran- 
denberger of France to suggest a product made of cellulose and transparent. The 
expression “La Cellophane’ written in fancy script was registered. Brandenberger 
himself promptly began to use the word cellophone generically in U. S. P. 1,226,897 
and 1,406,148. From 1912 until 1923, the word was used generically in periodicals 
and books. That small portion of the public that was interested employed the word 
cellophane to describe the product. 

Du Pont in 1923 purchased the French interests and good will in the trade-mark 
“Cellophane” and “La Cellophane.” In literature put out subsequently the word 
cellophane was generically used. The course of conduct of complainant and its pred- 
ecessors, and especially complainant’s advertising campaign tended to make cello- 
phane a generic term descriptive of the product rather than of origin. 

The plaintiff argued that the Singer v. June case was inapplicable, because others 
made and sold the product under various trade-marks. As to this the Court stated 
that such competitive use was overbalanced by the evidence of general use of cello- 
phane. Further, the Singer decision was said to be inapplicable for the reason that 
the expiration of the Brandenberger patents was of no importance since ways of 
making cellophane had been known prior to the Brandenberger inventions: 


But his patents disclosed a process for preparing cellulose films without a supporting 
surface, while the earlier patents . . . did not solve the problem . . . There is no proof 
sufficient to show that the Brandenberger patents were worthless . . . The expiration in 1928 
of U. S. P. 991,267 and 1,002,634 to Brandenberger for processes for manufacturing and 
drying films terminated any right the complainant had to the exclusive use of the name cello- 
phane so far as it had become merely descriptive of the product itself. The fact that it 
had registered “Cellophane” as a trade-mark would give it no right to monopolize a term 
useful to designate a commercial article . .. Certainly to some extent at least his patents 
afforded shelter against the competition of others and brought the case within the Singer 
decision . . . But neither the absence of a patent nor its complete invalidity will prevent a 
word from obtaining a generic meaning . . . It, therefore, makes no difference what efforts 
or money the Du Pont Company expended in order to persuade the public that “cellophane” 
means an article by Du Pont manufacture. So far as it did not succeed in actually con- 
verting the world to its gospel it can have no relief . . .5% 51, 52 


name was encountered until 1904. A registration secured under the 10 year clause of the Act 
of 1905 was, of course, void due to the adverse use in 1904. The Court ruled that “Stillson was 
nothing but the generic name of the wrench made substantially in accordance with the Stillson 
patent. Plaintiff never sold these wrenches as Walworth wrenches.” Here, then, we have a 
literal application of the Singer rule. 

50. This last sentence of the opinion in Du Pont v. Waxed Products has been criticized. See 
page 49 of Derenberg’s article “Shredded Wheat—The Still-Born Trade-Mark,” 34 Bulletin U. S. 
Trade-Mark Assn., February 1939. 

51. See the recent Amiesite Asphalt v. Interstate Amiesite case, where the trade-mark 
“Amiesite” was held to be generic upon the expiration of the patent covering the road bed ma- 
terial. The defendant was a licensee of the plaintiff; it was the sole maker and seller of the 
product, and its acts gave value to the product and name. The name “Amiesite”’ was held to 
have become coupled to the patent as a unitary fact by the acts of both the plaintiff and defendant. 

52. In the interests of justice, however, it was decreed that when filling orders for cello- 
phane, the defendant should state that the product sold is its specific cellophane or the cellophane 
of whomsoever may be the maker, and need state no more. In advertising the defendant could 
use the word provided the maker’s name was prefixed as a possessive. 
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A somewhat complex set of circumstances existed in the Enders Razor case. The 
plaintiff Simmons Co. was a hardware jobber, selling a variety of tools and imple- 
ments. Since 1868 it had used the trade-mark “Keen Kutter” on all its tools. Be- 
tween 1905 and 1907 Simmons acquired certain Christy patents covering razors and 
blades. Between 1906 and 1933 the defendant Christy Company, Christy’s succes- 
sor, manufactured for the plaintiffs razors and blades under the Christy patents. 
Enders Razor Company was a subsidiary of Simmons, and it marketed razors and 
blades covered by one of the patents under the name “Enders.” Simmons marketed 
razors and blades covered by a second Christy patent under its trade-mark “Keen 
Kutter.”** After the patents expired Christy continued manufacturing for plaintiffs 
for about eleven more years. When its largest buyers ceased to take its products, 
Christy continued to manufacture razors and old style Enders and Keen Kutter 
blades. The manner of marketing and advertising these products was objected to by 
the plaintiffs, since the trade-marks of the latter were employed.™ 

In the District Court it was held that both names “Enders” and “Keen Kutter” 
had become generic names of the respective patented razor and blades. The Singer 
doctrine was squarely applied. On appeal, however, the Singer rule was held appli- 
cable solely to the “Enders” name. The emphasis had been placed in all advertising 
and circulars of Enders Company on the name. The name “Enders” had not been 
accompanied by the name of the company manufacturing the article. The Christy 
Company, therefore, was held entitled to use the name “Enders” in the sale of razors 
and blades known during the life of the patents by the same name.” ™ 

The mark “Keen Kutter,” on the other hand, was held to be in a different cate- 
gory. In the words of the Court: 


A more difficult question is presented by the use of the name “Keen Kutter.” This name 
had been continuously used by the Simmons Company for more than thirty years before 
the Christy patents were issued. Apart from and prior to the registration of this name as a 
trade-mark it had acquired a secondary meaning whereby it had become a mark of origin. 

. It was applied to all of the extensive line of cutlery products put out by the Simmons 
Company, and was used upon many articles besides razors and razor blades, including 
mining tools, farming tools and cutting tools of great variety. Its first application to safety 
razors and blades was to those made by Christy in 1907. If the name “Keen Kutter” is a 
generic designation of the razor and the blades, then it is also a generic designation for 
knives, saws, hatchets, etc. The same advertising of the name, the same emphasis has been 
given in its use as a trade-name for all of the other products of the Simmons Company 
as for the razor and blades. While the Singer case... declares that the same name as a 


53. Christy manufactured similar razors prior to the expiration of the patents under various 
other names. The Enders and Keen Kutter razors and blades at no time bore markings indicating 
that they were manufactured by Christy except shortly before the suit. 

54. Packages of Christy were labeled, by way of example, as follows: “Original and Genuine 
Enders (or Keen Kutter) Blades Made by Christy.” The words “Made by Christy” were used 
generously on circulars inserted in the razor boxes. 

55. However, the defendant’s right to free use was qualified by the restriction that the phrase 
“Original and Genuine” be removed from the packages. See, also, the Jenkins and O’Sullivan 
cases (supra). 

56. See the recent Grosjean v. Panther and Landis v. Chaso cases for decisions along the 
same line. In both cases the Singer doctrine (as restated in the Kellogg v. National Biscuit case) 
was applied. Upon expiration of patent covering a sole made of cord on end, the phrase “Cord- 
On-End” was deemed available to all members of the public in the Grosjean case. Similarly, in 
the Landis case expiration of the patents on the Landis type chaser resulted in “freeing” of the 
good will which accompanied the Landis type chaser. 
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generic designation may apply to various species within the same genus, that case does not 
hold that the same name can be a descriptive designation for more than one genus. The 
fact that this name has been used on other totally different products long before these 
patents were issued, and that an extensive good will has been built up around its use, ir- 
respective of the patents and before the razors were sold, seems to us conclusively to show 
that this term is not generic. One might conceivably have gone to a retail store and asked 
for a “Singer” during the life of the Singer patents, and immediately have been shown a 
sewing machine; but if he had asked for a “Keen Kutter,” the salesman would be com- 
pelled to ask whether the customer wanted a knife, a saw, a razor, scissors, or some other 
Simmons product. This homely illustration demonstrates that as to the Keen Kutter trade- 
name the relief prayed for should have been granted... 


In addition to finding that “Keen Kutter” was a trade-mark applied to numerous 
articles, the Court pointed out that the name was used many years before the patent 
was obtained. Under these circumstances, the mark did not become public property 
upon the expiration of the patent rights, especially where, as here, the patent did not 
contribute greatly to the value of the trade-mark. The name, and not the patent, 
gave its value to the article.” 

(To be concluded) 


BRAZIL AND THE PAN AMERICAN CONVENTIONS 


It has just come to our notice that an official Opinion was rendered on April 
27, 1933 by the Honorable A. de Mello Franco, Minister of Foreign Affairs of 
Brazil, to the effect that the Pan American Convention for the Protection of Com- 
mercial, Industrial and Agricultural Trade-Marks and Commercial Names signed 
at Santiago on April 28, 1923 has ceased to be effective as between the United States 
and Brazil, as a result of which Pan American trade-mark registrations do not ex- 
tend to Brazil. It is submitted that this is an erroneous interpretation and we deem 
it necessary to proceed to an analysis of the question involved as of considerable im- 
portance to American trade-mark owners. 

The Opinion in question, embodied in a letter addressed by the Foreign Minister 
to the Inter-American Secretariat at Rio de Janeiro, reads as follows: 


Ministry of Foreign Affairs. 27th April, 1933. 
Excellency—In memorandum No. 38, of the 17th February last, your Excellency con- 
sults this Ministry on the following two questions: 


(a) If Brazil is obliged to file, gratuitously, Inter-American trade-marks emanating from 
the Havana Secretariat, notwithstanding the fact that we have not ratified the last 
International Convention on Trade-Marks, held in Washington, at which it was pro- 
posed to close the Inter-American Secretariat in Rio de Janeiro, set up by the San- 
tiago Convention; and 

(b) If failure to ratify the acts of Washington would involve the abrogation of prior con- 
ventions. 


57. Compare to Batcheller v. Thomson; Mc Ilhenny cases; President Suspender case. See, 
also, the discussion on this point in Amiesite Asphalt v. Interstate Amiesite, wherein the Court 
found that the use of “Amiesite” and the monopoly under the Amies patent covering the trade- 
marked product were contemporaneous. Hence, on expiration of the patent monopoly the Singer 
doctrine applied, since the licensee’s use of the mark had rendered the word generic of the 
product. 





BRAZIL AND PAN AMERICA 


As regards the first question, I have to inform your Excellency that Brazil is only 
obliged to accept for registration trade-marks originating in the countries which are still 
members of the Convention for the protection of trade-marks and trading names, signed in 
Santiago, Chile, on the 28th April, 1923, these being the Dominican Republic and Paraguay. 

The general Inter-American Convention for the protection of trade-marks and com- 
mercial protection and the Protocol on Inter-American registration of trade-marks, signed 
in Washington, on the 20th February, 1929, provided respectively in Articles 36 and 18, 
that the Santiago Convention of 1923 would automatically cease to have effect as soon as 
such acts became effective. This of course applies to the States which had ratified them 
or had adhered thereto. On the other hand, the Santiago Convention established in Article 
17 that the Inter-American Secretariats, set up by same, would operate so long as at least 
half of the States which had ratified it, continued to be parties thereto. Six countries had 
ratified the Santiago Convention, viz., Brazil, Cuba, Dominican Republic, United States of 
of America (with reservations), Haiti and Paraguay. These countries could withdraw 
by means of denunciation or by ratifying the aforementioned acts of Washington, in view 
of the cited articles. There were no denunciations, but three of the member countries, 
Cuba, United States of America, and Haiti, ratified the Convention and Protocol of Wash- 
ington. Therefore, these three States ceased to be members of the Santiago Convention, 
which nevertheless continues to have effect for the countries which are still parties thereto 
—Brazil, Dominican Republic and Paraguay, these constituting half of those which had ra- 
tified it, thus meeting the requirement of Article 17. 

Regarding the second question, it is obvious that the fact that Brazil did not ratify 
the Washington acts on trade-marks, does not involve the abrogation of previous conven- 
tions. Such abrogation would only occur, as pointed out above, by denunciation of the pre- 
vious conventions or by the ratification of the said acts of Washington, which expressly 
ordained the automatic abrogation of the Convention on trade-marks signed in Buenos 
Aires, on the 20th August 1923. The Buenos Aires Convention ceased to have effect on 
the 30th September 1926, the date on which the Santiago Convention came into force, and 
which, as already stated, continues to be effective for Brazil, the Dominican Republic and 
Paraguay. 


Brazil as well as the United States and a number of other American Republics 
ratified, first, the Convention for the Protection of Trade-Marks signed at Buenos 
Aires on August 20, 1910. Subsequently, the Santiago Convention of 1923 was 
ratified and became effective as between Brazil, Cuba, the Dominican Republic, 
Haiti, Paraguay and the United States. 

The latter Convention provided in Article XIV that it would become effective 
after ratification by one-third of the signatory States and from that moment the 
Convention of 1910 shall cease to exist. The signatory States to the Santiago Con- 
vention were 18 (Bolivia, Mexico and Peru did not participate). When six coun- 
tries deposited their ratification with the Government of Chile (United States, 
Brazil, Cuba, Paraguay, Haiti and the Dominican Republic), it declared that this be- 
came effective on September 30, 1926." 

Although Article XIV of the Santiago Convention provided that, upon ratifica- 
tion as above of this Convention, “the Convention signed on August 20, 1910 shall 
cease to exist,” this must mean “shall cease to exist as between the ratifying coun- 
tries concerned,” as the corresponding provision in Article 17 of the Buenos Aires 
Convention of 1910 read. Indeed, it is obvious that the countries ratifying the Con- 


1. The Convention was also ratified by Guatemala in 1925, but the ratification was never 
deposited with the Government of Chile and therefore this country is not deemed a party to the 
Convention. 
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vention of 1923 could not possibly declare that another Convention in force between 
other countries would cease to exist. In other words, if countries A, B, C and D are 
parties to one Convention, and subsequently A and B enter into a new Convention, 
they cannot pretend to declare that the old convention has ceased to exist as between 
C and D and in the relations between C and D with A and B.? 

Therefore, the Convention of 1910 continued to be in effect after September 30, 
1926 as between Ecuador, Panama, Peru and Uruguay which had ratified this Con- 
vention but not that of 1923 and as between each of these countries and the six 
countries which ratified the Santiago Convention of 1923. 


This as regards the past. Now how about the future of the Convention? 


Article X VII of the Santiago Convention further provided that the Inter-Amer- 
ican Bureaus established thereunder “shall continue as long as not less than one-half 
of the ratifying States shall adhere to the Convention. If the number of States ad- 
hering to the Convention shall become less than half, the Bureaus shall be liqui- 
dated.” 

The General Inter-American Convention for Trade-Mark and Commercial Pro- 
tection and the Protocol for Inter-American Registration of Trade-Marks, signed at 
Washington on February 20, 1929, provide in Articles 36 and 18 respectively that 
the Santiago Convention of 1923 would automatically cease to have effect as soon as 
these Acts become effective. This again applies only as regards the relations between 
the countries which have ratified such Acts but not as between the other countries 
or the relations of the former to the latter. 

From among the six countries that ratified the Convention of 1923 three have 
ratified the above Washington Acts: Cuba, the United States and Haiti, while three 
have not: Brazil, Dominican Republic and Paraguay. Therefore, the situation now 
is: 


(1) In the relations between Cuba, Haiti and the United States, only the Washington 
Acts are effective. 


(2) In the relations between Brazil, Dominican Republic and Paraguay, only the Santiago 
Convention of 1923 is effective. 


(3) In the relations between each of the countries of the first group: Cuba and Haiti and 
United States and each of the countries of the second group: Brazil, Dominican Re- 
public and Paraguay, the Santiago Convention of 1923 continues to be effective. 


The above opinion of the Foreign Minister of Brazil, correct in all other respects, 
errs with respect to point (3), for it does not admit the existence of such relations. 
Yet the matter would appear to be too clear for argument. So long as the subse- 
quent Convention has not been ratified by any two countries, such as Brazil and the 
United States who were parties to the prior Convention, it remains in effect between 
them so long as it has not been denounced. Indeed, a multipartite treaty, such as 
here considered, is in fact an aggregate of bipartite conventions concluded together ; 


2. See Ladas, The International Protection of Industrial Property, p. 136. 
3. Ibid., p. 764. 
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that is, the Santiago Convention as ratified by the six countries is an aggregate of 
treaties between : 


Brazil and Dominican Republic 9. Dominican Republic and the United States 
Brazil and Paraguay 10. Paraguay and Cuba 

Brazil and Cuba 11. Paraguay and Haiti 

Brazil and Haiti 12. Paraguay and the United States 

Brazil and the United States 13. Cuba and Haiti 

Dominican Republic and Paraguay 14. Cuba and the United States 

Dominican Republic and Cuba 15. Haiti and the United States 

Dominican Republic and Haiti 
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Of these treaty-relations included in the multipartite Santiago Convention of 
1923 there were superceded by new treaty-relations included in the Washington 
Acts the treaty-relations 13, 14 and 15. There remain in effect treaty-relations 1, 
2 and 6 because the countries party thereto have not ratified the Washington Acts. 
There also remain in effect all the other treaty-relations because they were not 
superseded by new treaty-relations included in the Washington Acts since both 
parties thereto have not ratified these Acts but have ratified the Santiago Convention. 

It is submitted, therefore, that Brazil is bound under the Convention of 1923 
to accept United States trade-marks registered through the Inter-American Bureau 
and to renew such registrations when they come up for renewal. And, conversely, 
Brazilian trade-marks may still be registered at the Inter-American Trade-Mark 
Bureau and may extend to the United States by virtue of the Santiago Convention 
of 1923. 


oe 


STATUS OF TRADE-MARK PROTECTION IN CHINA 


As a partial clarification of the uncertain status of trade-mark protection in un- 
occupied China, the following information, taken from a recent Bulletin issued by 
the British Trade-Marks, Patents and Designs Federation, will be found of interest, 


as the matters discussed apply equally to American and to British trade-mark own- 
ers: 


“There have arrived in this country from Chungking a Trade-Mark Law, re- 
vised and promulgated on October 19, 1940, and Detailed Enforcement Rules of 
the Trade-Mark Law, revised and promulgated by Ministerial Order dated October 
19, 1937. The Trade-Mark Law appears to be merely a re-issue of the trade-mark 
law of November 23, 1935. In the circumstances, it is doubtful whether the 1937 
Rules are to be regarded as applying to the 1940 law or whether new rules are to be 
issued. Enquiry on this point and on the following matters is being made: 

1. What is the territorial scope of the 1940 law and, particularly, does it cover the whole of 

the Chinese Republic? 
2. Must trade-marks already registered be re-registered in order to retain protection and, 
if not, are there any formalities required for such re-validation? 

A reply to the enquiry has now been received from the London Board of Trade 
to the effect that they have received the following statement from His Majesty’s 
representative at Chungking: 
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“The law governing trade-marks as promulgated on October 19, 1940 has not 
since been modified. The Detailed Enforcement Rules promulgated on October 
19, 1937 are applicable to the law and they have only been modified in so far as 
Articles 35 and 36 were revised and promulgated on July 14, 1943. (Articles 35 
and 36 relate to fees—copies of the revised articles have not yet been received. ) 

2. The Law is applicable to the whole of China, although at present the Govern- 
ment of China in Chungking exercises no effective control over those parts of China 
which are now in the occupation of the Japanese. With regard to those parts of 
China which are not under the control of the Chungking Government, it is known 
that up to the end of 1941 the Government in Nanking was enforcing a law and 
regulations identical with the Chungking enactments, and it is believed that these 
are still locally in force. 


3. With regard to the re-registration of marks, the relevant provision of the two 
enactments are as follows: 


‘Trade-Mark Law—Article 16: The term of the exclusive trade-mark right shall be 
limited to twenty years from the date of registration. Application may be made for the 


extension of the above term in accordance with these Regulations, but each extension shall 
be limited to twenty years.’ 


‘Regulations governing the enforcement of the Trade-Mark Law—Article 12: Any 
persons applying for the registration of the extension of the period of exclusive use of a 
trade-mark must do so not less than six months before the expiry of the trade-mark and 


must attach to their application the original registration certificate, specimen of the trade- 
mark, and the printing block.’ 


4. The question of the extent to which the re-registration of their marks with 
the Nanking Government by British owners under the de facto control of that Gov- 
ernment might prejudice their ultimate rights to registration with the Government 
of China (at that time and still now operating in Chungking) was under active con- 
sideration by British trade-mark owners concerned and by the British Embassy in 
1941 prior to the occupation of Shanghai by the Japanese. The correspondence of 
the time is not now available in Chungking but it is believed that many British 
owners took steps to effect re-registration of expiring marks with both the authori- 
ties in Nanking and with the Chinese Government, and that they then received 
an assurance from the British Embassy that they would receive full diplomatic 
support if it should subsequently appear that their rights to re-registration with the 
Chinese Government had been prejudiced by the fact that they had felt themselves 
obliged, in order to protect their immediate interests, to apply for re-registration to 
the Nanking Government. It is to be presumed that owners of expiring marks 
who were unable to re-register those marks with the Chinese Government, and 
those owners who were able to re-register such expiring marks only with the 
Nanking Government, will be obliged, if they wish to preserve their rights, to effect 
re-registration with the Chinese Government as soon as circumstances permit.” 


The above information does not cover the point whether the Chinese Govern- 
ment has adopted any emergency legislation with regard to an extension of time 
for the renewal of trade-mark registrations which have expired since 1941 or which 
are due to expire prior to the termination of the war. It is hoped that provisions 
to that effect may be adopted by the Chinese Government as by the governments 
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of other countries where the same difficulty of renewal of registrations during the 
war has arisen. Probably also the Peace Treaties will contain stipulation in this 
matter. 

In the meantime, we are informed that the Chinese Bureau of Trade-Marks 
is functioning at Chungking and we know that this Bureau is receiving applications 
for registration of trade-marks. 





OBLIGATION OF ADVERTISER TO PROTECT HIS CUSTOMERS 


What benefits do people derive from advertising? The current answer to this 
question is so forceful that it must forever dispel the erroneous idea on the part of 
consumer organizations and others that advertising is an economic waste, aside from 
supporting the educational features of the media in which it appears. 

I am thinking of the recent incident in which a large batch of a trade-marked 
product for home use, which had been on the market for more than half a century, 
was found to have an injurious effect with causes unknown. 

If this should happen—and it has happened—with unidentified commodities, 
upon whom would the responsibility fall to warn the public and stop the nationwide 
sales until the defect in the article could be corrected ? 

How thoroughly and quickly could this be accomplished? Where would the 
money be found to do it? If it could be found, would the interest of the distribu- 
tors be sufficient to spend the million or more dollars necessary to save consumers 
from further exposure to harmful products—without the identifying trade-mark 
and the known channels of distribution created for it? 

The chemical reaction of a brass pipe in a home might affect the water and this 
would create a suspicion of danger in its use. If trade-marked, the pipe could be 
traced to the man who installed it and so on to the very machine in which it was 
made and to the man who made it. 

It is for your protection and to uphold the reputation of the producers of any- 
thing you eat or wear or use that advertised trade-marks serve a purpose. 

The trade-mark is the guarantee you get with anything you buy and it is also 
the incentive to the producers to maintain the quality of their wares so that you will 
know what to buy again and what not to buy. 

It is an insurance that bottles have been sterilized, and that the contents have 
been manufactured with all the care that science has made possible. 

The producer of the trade-marked article, putting a million dollars or several 
millions into advertising, is thus putting up a stake of this amount, which he can 
lose if he does not keep his product uniform so that you will know what you are 
getting in every package you buy. 

It is not possible with any commodity, except nationally advertised trade-marked 
brands, to have any idea of the manufacturer or of the producer who distributes the 
product. There is no way, except by merest chance, of tracing an unbranded product 
back from whence it came to learn the cause of any defect and prevent the continued 
flow of the product to the consumer until the defect can be corrected—A. WINE- 
BURGH in Printers’ Ink, August 13, 1943. 
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WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, May, 1942 and the June, 1943, Reporter, delivered in 
condition for binding ; for two copies of the 1940, Index, 50 cents each. 


For Sale: Master Index to vols. 1-14 of the Reporter, cloth or buckram, 
$7.50. 
Amdur’s “Outline of Trade-Mark Law,” paper, $0.75, postpaid. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirtH AVENUE, 
New YorkK City. 








